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Remarks 

Claims 40-47, 50-54, 62 and 131-134 were considered in the Office Action mailed on 
June 7, 2004. Claims 50-54 and 131-134 were rejected under 35 U.S.C. §101; claims 50, 52, 131 
and 132 were rejected under 35 U.S.C. §1 12, first paragraph; and claims 50-54 and 131-134 were 
rejected under 35 U.S.C. § 102(b). Claim 62 was objected to as being dependent upon a rejected 
claim. Claims 40-47 were stated to be allowable. 

Applicants thank the Examiner for the helpful discussion of August 17, 2004, during 
which Applicants' attorney, Jennifer Moitoso, and the Examiner discussed the nature of the 
current rejections and amendments to overcome them. Based upon this discussion with the 
Examiner, Applicants have amended claims 50 and 131 to clarify that the descendent cells 
comprise the vector, and have amended claims 52 and 132 to clarify that the host cell is a 
mammalian host cell. The rejections and amendments are discussed in more detail below. 
Support for the amendments can be found throughout the specification, including, for example, at 
page 5, lines 13-15, and page 30, lines 7-10. No new matter has been added by these 
amendments. 

Rejections under 35 U.S.C. §101 

Claims 50-54 and 131-134 were rejected under 35 U.S.C. §101 as being directed toward 
non-statutory subject matter. Specifically, those claims were said to read on a product of nature 
because the claims do not require that the descendent cells retain the vector. As discussed with 
Examiner on August 17th, Applicants have amended claims 50 and 13 1 to clarify that the 
descendent cells comprise the vector, and submit that the amendment obviates the rejections. 
Claims 51-54 and 134 depend from claim 50, and claims 132-133 depend from claim 131. As 
such, Applicants respectfully submit that the rejections to claims 51-54 and 131-134 have also 
been obviated and request reconsideration and withdrawal thereof. 

Rejections under 35 U.S.C. § 112, first paragraph 

Claims 50, 52, 131 and 132 were rejected under 35 U.S.C. §1 12, first paragraph, for 
allegedly not being enabled by the specification. As discussed with the Examiner, Applicants 
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have amended claims 50 and 131 to clarify that the descendent cells comprise the vector, and 
have amended claims 52 and 132 to clarify that the host cell is a mammalian host cell. 
Applicants submit that amended claims 50, 52, 13 1 and 132 are fully enabled by the 
specification. Accordingly, Applicants respectfully submit that claims 50, 52, 131 and 132 are in 
condition for allowance and request reconsideration and withdrawal of the current rejections. 

Rejections under 35 U.S.C. S102(b) 

Claims 50-54 and 131-134 were rejected inder 35 U.S.C. §102(b) as being anticipated by 
U.S. Patent No. 4,959,3 13 to Taketo ("Taketo"). Specifically, the Office Action states that 
because the claims do not require that the decendent cells retain the vector, the claims are 
anticipated by Taketo. As discussed with the Examiner on August 17 th , and as described above, 
claims 50 and 131 have been amended to clarify that the descendent cells, as well as the host 
cells, comprise the vector. Applicants respectfully submit that this amendment obviates the 
rejections to claims 50 and 131, as well as to claims 51-54 and 132-134, which depend 
therefrom. 

Claim Objection 

Claim 62 was objected to as being dependent upon a rejected base claim. Claim 62 
depends from any of claims 51-54. Applicants submit that upon entry of this paper, claims 51-54 
will be in condition for allowance. Accordingly, Applicants respectfully request that the 
objection to claim 62 be withdrawn and submit that claim 62 is in condition for allowance. 

Supplemental Information Disclosure Statement 

Applicants enclose herewith a copy of the Supplemental Information Disclosure 
Statement and accompanying Form PTO-1449 that were filed on March 10, 2004. A copy of the 
Form PTO-1449 was returned to Applicants with the mailing of the current Office Action, 
however, Applicants note that, although it appears the Examiner has considered the cited 
references, the Examiner's initials do not appear next to reference numbers A1-A2 and B2. 
Accordingly, Applicants request confirmation that the Examiner has considered these references 
and ask that they receive a copy of the Form PTO-1449 indicating such. Copies of the references 
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were provided with the initial submission, however additional copies can be provided upon 
request. 



Applicants respectfully submit that the application is in condition for allowance and 
request early and favorable action. Prior to issuing another Office Action, Applicants' attorney 
respectfully requests that the Examiner call the undersigned at the telephone number below in 
order to expedite allowance of this application. 
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Respectfully submitted, 



Date: September 3_, 2004 




Attorney for Applicants 
Reg. No. 51,752 



Testa, Hurwitz & Thibeault, LLP 
High Street Tower 
125 High Street 
Boston, MA 02110 



Tel.: 617-310-8423 



3109364J 




EXPRESS MAIL MAILING LABS. 

No. £Lk5M4301ZOS 



COPY 



Ad03 



. » g. g roil 

5 c: s - ^ ^ 

MIT-103 (5473/11,) ^ 0 - £ g ^ 



m rvt-7. . . s u-1449 (I pg.) ; copies of references Al-A?- ft? P q Co P- £ £ ^ 5 

C33-C37 Check in the amount of Si sn on- Acl- * n c,CIlt '; s A1 and - H so ^ 2o H 3 

Name of Applicant: Kawasaki, * at g> . 1 1|| 



Serial Number: 09/422,999 ^ f J 3 H 




v. ■ s 2 



£5 3 

2 9 



10 w o 5 §- 

Atty: Jennifer G - Moitoso, Reg. 51,752 / „ *\ E ? S § 



Date: March 10, 2004 "gl £ I 



CO 

^ £. CO € 



B. 




COPY 




POST 
TO ADDRESSEE 



ORIGIN (POSTAL USE ONLY) 



Day of Delivery 

□ ■ □ 



EXPRESS 



MAIL 

UNITED STATES POSTAL SERVICE tm 



* E L t 5 3 4 M H AO fa U S * 

ELh53MMEfiDtiUS 



□ 



Weight 



No Delivery 



lillkHJ.KWl 



□ 12 Noon Q] 3 PM 



Postage 
$ 



Military 

j j 2nd Pay Q 3rd Day 



Int'l Alpha Country Code 



Acceptance Clerk Initials 



Rat Rate Envelope 
□ 



Return Receipt Fee 



COD Fee Insurance Fee 



Total Postage & Fees 
$ 



METHOD OF PAYMENT: 

Express Mafl Corporate Acct. No. 



X022220 



DELIVERY (POSTAL USE ONLY) 



Delivery Attempt 
Mo. Day 


Time 

□ am □ pm 


Employee Signature 


Delivery Attempt 
Mo. Day 


Time 

□ am □ pm 


Employee Signature 


Delivery Date 
Mo. Day 


Time 

□ AM □ PM 


Employee Signature 


Signature of Addressee or Agent 
X 



Name - Please Print 
X 



j i WAIVER 'OF SIGNATURE (Domestic Only): Additional merchandise Insurance Is void if waiver of signature is requested. : 

1 Wish delivery to be made without obtaining signature of addressee cV eodressee's agent (rf dstrye^ernptoyee judges 
that article can be left in secure tocation) and.l authorize thai defivery employee s signature constitutes vaDd proof of 



'• delh^...: ;r-| .v ., [- 1/ , 
NO DELIVERY. |_J Wedwrid [J Hbfeta 



PHONE (_ 



FROM: (PLEASE PRINT) 

•-Jennifer 6. Moitoso , . , , ^ . ~l 
TESTA CHUR WIT Z * THIBEAULT LLP 
125 HIGH ST FL : 22 „ _ 

BOSTON MA 02110—2725 



MIT-103 (5473/111) 



Customer Signature 



TO: (PLEASE PRINT) 

r 



PHONE L_ 



Caimissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 



You E ?rema A ™3 copies. F0R PICKUP 0R TRACKING CALL 1-800-222-1811 WWW.USpS.g0V 



5? 
c - 

■ S 



48/ 3 00 
F02 



EXPRESS 






.^UNITED [STATES POSTAL SERVICE TM. t: 



ORIGIN (POSTAL USE ONLY) 



POZIPjCode?^a;V,C!:. \-,\\ 


Neyjt >' Second 


Flat Rate envelope ^ 7 v if ' ' -" 

□ 


Date In ' 

% 

Mo. C 




r^^2 Noon" r [T|r 3 PM \f ' 


Postage' , ' . 1 " ' '" ' 


T1m»ln ;t.a,it ru-^yT ;fM 


fMlUttry^vj-V b:'U- ^' ; - ! <~ r] 5 f*' 
□ 2nd Day □ 3rd Day 

'.it.i tt * to . • ' £>r ^ ' ~- C ■ '■'<'•■ 


Return: Receipl 


Fee • V- 


w< *"7 mt: 

/ lbs. / /A ozs. 


Iht'l Alpha Country Code 


COD Fee 


Insurance Fee - : " 


No Delivery *•"""- 

r— | Weekend r— j Holiday 


Acceptance Clerk Jnttfafs 


Total Postage'" 


^3, 



CUSTOMER USE ONLY 



METHOD OF PAYMENT: 

Express Maa Corporate Acct. No. 



. XO22220,. 



Federal Agency Acct. No. or 
Postal Service Acct. No. 



* E L b n S 3 H 'H Z &tilti U S *' 

...,v >.l'/'-»,; V.r:*£o me*: nf ;^?^'.^, 

ELbS3MME#0bUS 

SEE REVERSE SIDE F< 



SERVICE GUARANTEE AN I 
ON INSURANCE COVEF 




|~1 WAIVER OF SIGNATURE (Domestic Only): Additional merchandise rnsuranoets void B waiver of signature is requested. " 

' 1 wish delivery to be made without .obtaining agrrature.of.aottpssee^ 

- that 'article can be left in secure (option) and I authorize tnat 'delrvery employee s^gr^e 'ccristrtuje^.varid proof of 
NO DEUVERY .,y Weekenor, |_j HoBday ^- .v ...^ZW 4?Ct«r^ SJor Sg ' ' * ^ ' 



FROM: (PLEASE PRINT) 



o; : ?.v* ■ 

PHONE (_ 



T E ST & HUR^T^^^ 1 TH IB HAUL T L L P " * 
12 5 H IGHn ST- c F L > - :■• • . • - - ' 

BQST0& HA 02110-2725 

> - J i*yr\j%iO. iter- ■ If. ^-^"V^i^' ' ■■' ■'^■ c =>- ■ ,,t 



TO: (PLEASE PRINT) 



PHONE. 1_ 



•CGnrnissicxier for Patents: 
. P.O. Box 1450- 
Alexandri a, VA: 223.1 3-1450;.;'; 



VJ'.. 



F02 : 

: t ; 
i 



j 



PffESS HARD. 

You are making 3 copies. 



FOR PICKUP OR TRACKING CALL 1 -800-222-1 81 1 WWW.USpS.gOV ^ 



n:i3j;l»l a«iai;i|gfii»twiiftiatfi»5FiK»iw Mi«»j:ia»«=fit"iana«wiiiifi>M"iii , BWiiiniif;ia-Hii 



Testa, Hurwitz 



Expres Mailing Label Nc*^653442806US USSN 09/422,999 A|^Docket Mo. MIT-103 
rwitz & Thibeault, LLP P . t Rank ma W 



125 High Street 
Boston, MA 02110 



Fleet Bank, N.A. 
Boston, Massachusetts 02110 



5.39/110 Date: 



229813 
March 10, 2004 



Pay: One hundred eighty and 00/100* 



****************************** 



$ 



***180.00*** 



PAY 
TO THE 



order OF: Director of U.S. Patent & Trademark Office 



Testa, Hurwitz & Thibeault, LLP 

a. 




■HIM^H^BHH & SECURITY FEATURES INCLUDED. DETAILS ON BACK. (?) I 



Payee: Director of U.S. Patent & Trademark Office 

Vendor ID: DIREUS 



Invoice Num Invoice Date Reference 



102950 



03/10/2004 



Totals: 



Invoice Amount 
180.00 

$180.00 



Check #: 
Check Date: 



229813 
03/10/2004 



Discount Taken 
0.00 

$0.00 



Amount Paid 
180.00 

$180.00 



COPY 



ALL-STATE INTERNATIONAL (NC. 600-222-0510 



WLCK-6511-1TP PRINTED IN U.S.A. 



C©PY 



Express Mail Mailing Label No. EL653442806US 




MITTAL 
FORM 



Application Serial Number 




Filing Date 


October 22, 1999 


First Named Inventor 


Kawasaki 


Group Art Unit 


1646 


Examiner Name 


Murphy, J. 


Attorney Docket No. 


MIT-103 


Patent No. 


Not applicable 


Issue Date 


Not applicable 



ENCLOSURES (check all that apply) 



Fee Transmittal Form 

El Check Attached 

□ Copy of Fee 
Transmittal Form 

□ Amendment/Response 

□ Preliminary 

□ After Final 

□ Affidavits/declaration(s) 

□ Letter to Official 
Draftsperson 

including Drawings 
[Total Sheets ] 



□ Petition for Extension of 
Time 



El Information Disclosure 
Statement 
El FormPTO-1449 
[3 Copies of IDS 
Citations 

□ Certified Copy of Priority 
Document(s) 

□ Sequence Listing submission 

□ Paper Copy/CD 

□ Computer Readable Copy 

□ Statement verifying 

identity of above 



□ Copy of Notice to File Missing 
Parts of Application 

□ Formal Drawing(s) 



□ Request For Continued 
Examination (RCE) 
Transmittal 

□ Power of Attorney 
(Revocation of Prior Powers) 



□ Terminal Disclaimer 

□ Executed Declaration and Power 
of Attorney for Utility or Design 
Patent Application 

□ Small Entity Statement 

□ CD(s) for large table or computer 
program 

□ Amendment After Allowance 

□ Request for Certificate of 
Correction 

□ Certificate of Correction (in 
duplicate) 



□ Notice of Appeal to Board 

of Patent Appeals and Interferences 

□ Appeal Brief (in triplicate) 



□ Status Inquiry 



^ Return Receipt Postcard 

□ Certificate of First Class Mailing 
under 37 C.F.R. 1.8 

□ Certificate of Facsimile 
Transmission under 37 C.F.R. 1.8 

13 Additional Enclosure(s) 
(please identify below) 
Associate Power of Attorney 



CORRESPONDENCE ADDRESS 



SIGNATURE BLOCK 



Direct all correspondence to: 



Patent Administrator 

Testa, Hurwitz & Thibeault, LLP 

High Street Tower 

125 High Street 

Boston, MA 02110 

Tel. No.: (617) 248-7000 

Fax No.: (617] (248-7100 



Date: March 10, 2004 
Reg. No. 51,752 
Tel. No.: (617)248-8423 
Fax No.: (617)248-7100 



Respectfully submitted, 




ioitoso 
' fofApplicants 
Testa, Hurwitz & Thibeault, LLP 
High Street Tower 
125 High Street 

Boston, MA 02110 



VER 12/00 
3036265J 



COPY 



Express Mail Mail^l Label No. EL653442806US 




□ Check □ Money Order □ Other 



2. S The Commissioner is hereby authorized to credit 

or charge any fee indicated below for this submission 
to Deposit Account No. 20-053 1 . 
□ Required Fees (copy of this sheet enclosed). 
Additional fee required under 37 CFR 1 . 1 6 and 
1.17. 

Overpayment Credit. 

3. E<3 Applicant claims small entity status. 



FEE CALCULATION 



1. FILING FEE 
Large Entity 

Fee ($) Fee Description 



Fee Paid 



770 
340 
160 



Utility filing fee 
Design filing fee 
Provisional filing fee 



Number 
Filed 



Number 
Extra 



Total Claims 

Independent 
Claims 



-20 = 



■3 = 



□ Multiple Dependent Claim(s) t if any 



Rate 



x $ 18.00 = 



x $ 86.00 = 



$290.00 = 



Amount 



TOTAL: 

SMALL ENTITY DISC OUNT: 
SUBTOTAL (1) I ($) 



0.00 



2. AMENDMENT CLAIM FEES 

Claims Highest No. Present 

Remaining Previously Extra 

After Amend. Paid For 

Total 

Indep. - = 

□ First Presentation of Multiple Dep. 
Claim 

TOTAL: 

SMALL ENTITY DISCOUNT: 
SUBTOTAL (2) 



Rate 



x$ 18.00 = 
x$ 86.00 = 
+ $290.00 = 



Fee Paid 



($) 
($) 



($)0.00 



Large 


Olllall 




Entity 


Entity 




Fee 
rcc 


Fee 


Fee Description 








130 


65 


Cii*Ahorni> _ lot** fill no fi*f» fit* ftfltn 

ourcnargc laic uiiug ice ui uam 


50 


25 


Surcharge - late provisional filing fee 






or cover sheet 


130 


130 


Non-English specification 


2,520 


2,520 


Request for ex parte reexamination 


110 


55 


Extension for reply within first month 


420 


210 


Extension for reply within second 






month 


950 


475 


Extension for reply within third month 


1480 


740 


Extension for reply within fourth 






month 


2010 


1005 


Extension for reply within fifth month 


330 


165 


Notice of Appeal 


330 


165 


Filing a brief in support of an appeal 


290 


145 


Request for oral hearing 


130 


130 


Petitions to the Commissioner 


180 


180 


Submission of Information Disclosure 






Statement 


770 


385 


Filing a submission after final 






rejection (37 CFR 1.129(a)) 


770 


385 


For each additional invention to be 






examined (37 CFR 1.129(b)) 


100 


100 


Certificate of Correction for 






applicant's error 


110 


55 


Submission of Terminal Disclaimer 



Fee Paid 



Other fee (Specify) 
Other fee (Specify) 



180.00 



SUBTOTAL (3) I ($) 180.00 



SUBTOTAL (1) 
SUBTOTAL (2) 
SUBTOTAL (3) 



0.00 



0.00 



180.00 



TOTAL [ 
SIGNATURE BLOCK 



($) 



180.00 



CORRESPONDENCE ADDRESS 



Direct all correspondence to: 

Patent Administrator 

Testa, Hurwitz & Thibeault, LLP 

High Street Tower- 1 25 High Street 

Boston, MA 02110 

Tel. No.: (6 17) 248-7000 

Fax No.: (617) 248-7100 



Date: March 10, 2004 
Reg. No.: 51,752 
Tel. No.: (617) 310-8423 
Fax No.: (617)248-7100 



ectfully submitted, 



Jennifer Gj M£ itoso 
Attorney far thfe Applicants 
Testa, HuAvitz & Thibeault, LLP 
High Street Tower-125 High Street 
Boston, MA 02110 



3036257J (ver. 9/29/03) 




Express Mail mailing labelNo. EL653442806US 



So 



PATENT 

Attorney Docket No. MIT- 1 03 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



APPLICANT(S): Kawasaki, et al. 

SERIAL NO.: 09/422,999 GROUPNO.: 1646 

FILING DATE: October 22, 1999 EXAMINER: Murphy,!. 

TITLE: GEN ES INTEGRATING SIGNAL TRANSDUCTION PATHWAYS 

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In accordance with the provisions of 37 C.F.R. 1.97 and 1.98, Applicants hereby make of record the 
patents and publications listed on the accompanying Form PTO-1449, and other information contained 
herein, for consideration by the Examiner in connection with the examination of the above-identified 
patent application. Copies of the patents and publications are enclosed. 

REMARKS 

In accordance with the provisions of 37 C.F.R. 1.97, this statement is being filed (CHECK ONE): 

n (1) within three (3) months of the filing date of a national application other than a 

continued prosecution application under 37 C.F.R. 1.53(d), or within three (3) months 
of the date of entry of the national stage as set forth in 37 C.F.R. 1.491 in an 
international application, or before the mailing of the first Office action on the 
merits, or before the mailing of a first Office action after the filing of a request for 
continued examination under 37 C.F.R. 1 . 1 14; or 

g| (2) after the period defined in (1) but before the mailing date of a final action or a notice 

of allowance under 37 C.F.R. 1 .3 1 1 , and 

□ the requisite Statement is below, OR 

g| the requisite fee under 37 C.F.R. 1.1 7(p), namely $180.00, is included herein, or 
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□ (3) after the mailing date of a final action or notice of allowance but before the payment 

of the issue fee, AND 

□ the requisite Statement is below, AND 

□ the requisite petition fee under 37 C.F.R. 1 . 1 7(p), namely $180.00 is included herein. 

It is respectfully requested that each of the patents and publications listed on the attached Form 
PTO-1449, and other information contained herein, be made of record in this application. 

STATEMENT 

As required under 37 C.F.R. 1.97(e), Applicants), through the undersigned, hereby state either that: 

□ 1 . Each item of information contained in the Information Disclosure Statement was 

first cited in any communication from a foreign patent office in a counterpart 
foreign application not more than three months prior to the filing of the 
Information Disclosure Statement; or 

□ 2. No item of information contained in the Information Disclosure Statement was 

cited in a communication from a foreign patent office in a counterpart foreign 
application, and, to the knowledge of the person signing this Statement after 
making reasonable inquiry, no item of information contained in the Information 
Disclosure Statement was known to any individual designated in 37 C.F.R. 
1.56(c) more than three months prior to the filing of the Information 
Disclosure Statement. 
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Attorney for Applicants 
Testa, Hurwitz, & Thibeault, llp 
Tel. No.: (617) 310-8423 High Street Tower 

Fax No.: (617) 248-7100 125 High Street 

Boston, Massachusetts 02110 
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in connection with the above-identified patent application. 

Please continue to direct all correspondence relating to the above application to: 

Patent Administrator 
Testa, Hurwitz & Thibeault, LLP 
High Street Tower 
125 High Street 
Boston, MA 02110 
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